REMARKS 



A. Request for Reconsideration 

Applicants have carefully considered the matters raised by 
the Examiner in the outstanding Office Action but remain of the 
position that patentable subject matter is present. Applicants 
respectfully request reconsideration of the Examiner's position 
based on the Declaration of Mr. Narito Goto and the following 
remarks . 

B. Claim Status and Amendments 

Claims 1-36 are presented for further prosecution. No 
claim amendments have been made at this time. 

C. The Office Action 

In the Response dated April 25, 2005, Applicants had 
submitted the April 2005 Declaration of Mr. Narito Goto to 
demonstrate that a superior photothermographic material is 
obtained when the photosensitive layer contains a compound of 
Formula (1) of the invention and a compound of Formula (2) of 
the invention. 

The Examiner was not persuaded by the April 2005 
Declaration. The Examiner had criticized the Declaration 
stating that the materials reported in the Declaration were not 
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prepared in accordance with the teachings of Yoshioka and 
Yamada. Thus, the Examiner had taken the position that Mr. Goto 
did not test the materials of Yoshioka and Yamada. Second, the 
Examiner had stated that the fog, sensitivity and storage 
stability results shown in Table 7 of the Declaration are 
irrelevant to the Dmin, Dmax-Dmin, sensitivity, y and black 
pepper results shown in the Tables of Yoshioka and Yamada. 

1 . The enclosed August 2005 Declaration demonstrates that the 
materials tested in the April 2005 are representative of 
the materials of Yoshioka and Yamada 

Applicants have enclosed a second Declaration of Mr. Goto 
dated August 17, 2005. The August 2005 Declaration has been 

provided to demonstrate that the Sample Nos. 701-704 prepared 
and evaluated in the April 2005 Declaration are representative 
of the materials of Yoshioka and Yamada. 

Mr. Goto is of the opinion that the preparation procedures 
for the materials of Sample Nos. 701-704 in the April 2005 
Declaration are similar to the preparation procedures taught by 
Yoshioka and Yamada (par. 4 of the August 2005 Declaration) . 
Also, Mr. Goto is of the opinion that the results reported in 
the April 2005 Declaration would be very similar to results that 
would be obtained by following the preparation procedures of 
Yoshioka and Yamada (par. 5 of the August 2005 Declaration) . 
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Thus, even though there are differences between the preparation 
procedure employed in the April 2005 Declaration and the 
preparation procedures of Yoshioka and Yamada, Mr. Goto believes 
that similar results would be obtained with all the procedures 
(par. 5 of the August 2005 Declaration). 

In pars. 6-7 of the August 2005 Declaration, Mr. Goto has 
outlined the similarities between the. preparation procedure 
employed in the April 2005 Declaration, the preparation 

procedure employed in Example 1 of Yoshioka (col. 38, line 30 to 
col. 4 6, line 52) and the preparation procedure employed in 

Example 2 of Yamada (col. 81, line 65 to col. 84, line 44). In 
summary, Mr. Goto explained in par. 7 of the Declaration that 
each of the preparation procedures performs the following steps: 
a) roughening both surfaces of the support and applying an 
undercoat to both surfaces; b) roughening both surfaces of the 
undercoat and applying a second undercoating; c) coating one 

surface with a photosensitive layer; and d) applying a 

protective coating. 

In light of the similarity between the preparation 

procedure employed in the April 2005 Declaration and the 
preparation procedures of Yoshioka and Yamada, Applicants 
respectfully submit that- Sample Nos. 701-704 prepared and 
evaluated in the April 2005 Declaration are representative of 
the materials of Yoshioka and Yamada. 
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Applicants therefore believe that the April 2005 
Declaration made a fair comparison between the present 
invention, Yoshioka and Yamada. Reconsideration of the April 
2005 Declaration is respectfully requested. 

2 . The fog, sensitivity and storage stability results 
illustrated in Table 7 of the April 2005 Declaration 
The Examiner had criticized the April 2005 Declaration for 
reporting results for fog, sensitivity and storage stability, 
instead of Dmin, Dmax-Dmin, sensitivity, y and black pepper as 
shown in the Tables of Yoshioka and Yamada. Thus, the Examiner 
believed that the superiority of the claimed material cannot be 
determined compared to the materials of Yoshioka and Yamada. 

Applicants respectfully disagree with the Examiner. The 
photographic properties evaluated in the Declaration do not have 
to be identical to the photographic properties evaluated in 
Yoshioka and Yamada. A fair comparison only requires that all 
materials are evaluated in the same manner. For instance, it 
does not matter if the materials are evaluated for fog, so long 
as all materials are evaluated for fog in the same manner. 

Applicants respectfully submit that the April 2005 
Declaration made a fair comparison between the claimed material 
and the materials of Yoshioka and Yamada. First, as explained 
in section 1 above and stated in the August 2005 Declaration, 



5 





Sample Nos. 701-704 were prepared in a manner that is 
representative of the teachings of Yoshioka and Yamada. Second, 
after Sample Nos. 701-704 were similarly prepared, each of 
Sample Nos. 701-704 were evaluated in the same manner for the 
same photographic properties. Thus, the results for Inventive 
Sample No. 702 can be directly compared to the results for 
Comparative Sample No. 701, and the results for Inventive Sample 
No. 704 can be directly compared to the results for Comparative 
Sample No. 703. 

When viewing Table 7 of the April 2005 Declaration, it can 
be seen that the Inventive Samples are superior to the 
Comparative Samples with regard to fog, sensitivity, storage 
stability and color tone. 

Applicants respectfully submit that it does not matter how 
Mr. Goto chose to evaluate Sample Nos. 701-704, what matters is 
that each of Sample Nos. 701-704 were evaluated in the same 
manner. It is therefore believed that a fair comparison was 
made in the April 2005 Declaration. 

Applicants respectfully request reconsideration of the 
April 2005 Declaration and submit that the present invention is 
patentable over the cited references. 
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D. Conclusion 

In view of the foregoing and the enclosed, it is 
respectfully submitted that the application is in condition for 
allowance and such action is respectfully requested. Should any 
extensions of time or fees be necessary in order to maintain 
this Application in pending condition, appropriate requests are 
hereby made and authorization is given to debit Account # 02- 

2275. 

Respectfully submitted, 

LUCAS & MERCANTI, LLP 

By: 

Attorney for Applicant (s) 

47 5 Park Avenue South, 15 th Floor 
New York, NY 10016 
Tel. # 212-661-8000 



Enel: Executed Declaration of Mr. Narito Goto 
Return receipt postcard 
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